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DETAILED ACTION 
Response to Arguments 

1 ) Applicant's amendment filed on April 1 , 2004 has been acknowledged. 

2) Applicant's arguments filed April 1 , 2004 have been fully considered but they are 
not persuasive. 

In response to Applicant's argument that the Claims 1 and 7 including: 
calculating postage for a booklet is within the technological arts, the examiner 
respectfully traverses to this. The examiner submits again that the applicant revisit the 
pertinent 35 U.S.C. 101 rejection in the prior office action and additionally, invites the 
applicant's attention to the following Definition of Class 705 unless the applicant does 
not wish to follow the Classification system and to comply with its definition as 
suggested by the U.S. Patent and Trademark Office as follows: 

"This is the generic class for apparatus and corresponding methods for 
performing data processing operations, in which there is a significant change in the 
data or for performing calculation operations wherein the apparatus or method is 
uniquely designed for or utilized in the practice, administration, or management of an 
enterprise, or in the processing of financial data." See Classification Definitions. 

In the instant application, Claims 1 and 7 are directed to the method including 
calculating postage for the booklet based on the total weight of the booklet. The recited 
steps including calculating may be performed by a mere human intervention (i.e., a 
person can count the number of sheets, estimate the weight, multiply the number of 
sheets by the estimated weight to calculate the total weight and ultimately calculate 
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postage for the booklet based on the total weight by looking up the postage chart for 
example (this traditional business practice has been around for years before the 
applicant's invention). The burden has been shifted to the applicant to prove that the 
applicant is the first one to conceive these recited steps that can be performed without 
computer manipulations. 

Applicant's argument that Tonkin does not disclose the method including 
calculating postage for the booklet based on the total weight has been fully considered 
and is persuasive. The previous rejections under 35 U.S.C. 102 have been withdrawn. 

Claim Rejections - 35 USC § 101 

3) 35 U:S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4) Claims 1-3 and 7-1 1 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Please see the pertinent section in Response to Arguments and the previous 
office action. 

Claim Rejections - 35 USC § 103 

5) Claims 1-3 and 7-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tonkin (US 6,134,568) in view of EP 0621563 A1 (hereinafter EP). 



As for Claim 1 , Tonkin discloses a method comprising: 
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counting the number of sheets of media in the booklet (col. 9, line 52 -col. 10, 

line 3); 

estimating the weight of each sheet of media (Id.)] and 

multiplying the number of sheets of media in the booklet by the estimated weight 
of each sheet of media to calculate the total weight of the booklet (see Fig. 9; generally 
cols. 9-10). 

However, Tonkin does not specifically disclose the method further including the 
step of calculating postage for the booklet based on the total weight of the booklet. 

EP teaches, for system and method for preparing items for mailing, that the 
system calculates the postage and prints it on the booklet, wherein the postage amount 
is calculated by the total weight of selected items with known weights (col. 5, lines 43- 
56). 

Since EP and Tonkin are both from the same field of endeavor of printing items 
with known weight and combining the items to calculate the total weight, the purpose 
disclosed by EP would have been well recognized in the pertinent field of Tonkin. 

Accordingly, it would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to calculate the exact postage for the booklet of 
Tonkin based on the total weight of the booklet, as taught by EP, for the purpose of 
charging proper postage may be applied to the corresponding booklet. 



Application/Control Number: 09/905,579 Page 5 

Art Unit: 3629 

As for Claim 2, the modified method of Tonkin further discloses the method, wherein the 
booklet includes binding materials, the method further including: 

estimating the weight of the binding materials (col. 8, line 49, - col. 10, line 3 in 
Tonkin; and see Figs. 5A-9 of Tonkin); and 

adding the weight of the binding materials and the total weight of the booklet 

{Id.). 

As for Claim 3, the modified method of Tonkin further discloses the method including: 
estimating the weight of the cover (col. 8, line 49, - col. 10, line 3 in Tonkin; see 

Figs. 5A-9 of Tonkin); and 

adding the weight of the cover arid the total weight of the booklet (Id.). 

As for Claim 7, Tonkin discloses a method comprising: 

calculating the weight of the booklet by multiplying the number of sheets of media 
which are used in the booklet by the estimated weight of each sheet of media (col. 8, 
line 49, - col. 10, line 3; see Figs. 5A-9). 

However, Tonkin does not expressly disclose the method further including the 
step of calculating postage for the booklet based on the total weight of the booklet. 

EP teaches, for system and method for preparing items for mailing, that the 
system calculates the postage and prints it on the booklet, wherein the postage amount 
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is calculated by the total weight of selected items with known weights (col. 5, lines 43- 

56). 

Since EP and Tonkin are both from the same field of endeavor of printing items 
with known weight and combining the items to calculate the total weight, the purpose 
disclosed by EP would have been well recognized in the pertinent field of Tonkin. 

Accordingly, it would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to calculate the exact postage for the booklet of 
Tonkin based on the total weight of the booklet, as taught by EP, for the purpose of 
charging proper postage may be applied to the corresponding booklet. 

As for Claim8, the modified method of Tonkin further discloses the method comprising: 
receiving a client inquiry (see Figs. 5A-9 and the descriptions thereof in Tonkin); 
prompting the client for a name and address in response to the client inquiry (Id.)] 
receiving a name and address from the client in response to the prompt (Id.)] 
sending a literature selection prompt signal to the client via the communication 

link in response to receiving the name and address data signal (see Supra Figs.); 

receiving a literature selection data signal from the client via the communication 

link in response to receiving the selection data signal (see Figs. 5A-9 and the 

descriptions thereof); 

sending a finish command prompt signal to the client (Id.)] and 
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receiving a finish command signal from the client and wherein the weight of the 
booklet is calculated in response to receiving the finish command signal (col. 8, line 49, 
- col. 10, line 3; see Figs. 5A-9 of Tonkin). 

As for Claim 9, the modified method of Tonkin further discloses the method including: 
assembling selected literature in response to the receiving the finish command 

signal (col. 8, line 49, - col. 10, line 3; see Figs. 5A-9 of Tonkin); and 

printing the selected literature onto sheets of media in response to assembling 

the selected literature (Id.) 

As for Claim 10, the modified method of Tonkin further discloses the method including: 
storing a name and address of a client in a memory in response to receiving the 

name and address data signal (see Figs. 1-3 and descriptions thereof Tonkin); 

retrieving the name and address of the client from the memory in response to 

receiving the finish command signal; and 

printing the name and address of the client on a cover sheet of media in 

response to retrieving the name and address data (EP teaches the system and method 

that prints the name and address as well as postage on the publication). 

As for Claim 1 1 , the modified method of Tonkin further discloses the method including: 
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generating a customized cover letter addressed to a client based on literature 
selected by the client and in response to receiving the finish command signal (see the 
document summary in Fig. 9 of Tonkin); and 

printing the cover letter on a sheet of media which is to be included in the booklet 
in response to generating the customized cover letter (see Fig. 9 and col. 13, line 52 - 
col. 14, line 59). 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard Woo whose telephone number is 703-308- 
7830. The examiner can normally be reached on Monday-Friday from 8 30 AM -5 00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 703-308-2702. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-872-9306 for 
regular communications and for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0861. 




